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KEENE, ALEXANDRA 



Art Unit 

2164 



The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE twg_ MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

!)□ Responsive to communication(s) filed on . 



2a)D This action is FINAL. 2b)S This action is non-final. 

3) Q Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 
Disposition of Claims 

4) S Claim(s) 1-26 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) Q Claim(s) is/are allowed. 

6) D Claim(s) is/are rejected. 

7) D Claim(s) _ is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 

1 1) D The proposed drawing correction filed on is: a)D approved b)D disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

12) D The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§119 and 120 

1 3) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 1 9(a)-(d) or (f). 

a)D All b)Q Some*c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. . 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

14) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 19(e) (to a provisional application). 

a) □ The translation of the foreign language provisional application has been received. 

15) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121. 

Attachment(s) 

1 ) D Notice of References Cited (PTO-892) 4) □ Interview Summary (PTO-41 3) Paper No(s). . 

2) IZl Notice of Draftsperson's Patent Drawing Review (PTO-948) 5) d Notice of Informal Patent Application (PTO-152) 

3) E] Information Disclosure Statement(s) (PTO-1449) Paper No(s) . 6) O Other: 



U.S. Patent and Trademark Office 

PTO-326 (Rev. 04-01) 



Office Action Summary 



Part of Paper No. 9 



1 . 1 05 requirement for Information 
The criteria stated in 37 CFR 1 .1 05 for making a requirement for 
information is that the information be reasonably necessary to the examination or 
treatment of a matter in an application. The information required would typically 
be that necessary for finding prior art or for resolving an issue arising from the 
results of the search for art or from analysis of the application file. A requirement 
for information necessary for finding prior art is not a substitute for the examiner 
performing a search of the relevant prior art; the examiner must make a search of 
the art according to MPEP § 704.01 and §§ 904 - 904.03. 

The criteria of reasonable necessity is generally met, e.g., where: 

(A) the examiner's search and preliminary analysis demonstrates that the 
claimed subject matter cannot be adequately searched by class or keyword 
among patents and typical sources of non-patent literature, or 

(B) either the application file or the lack of relevant prior art found in the 
examiner's search justifies asking the applicant if he or she has information that 
would be relevant to the patentability determination. 

The first instance generally occurs where the invention as a whole is in a new 
area of technology which has no patent classification or has a class with few 
pieces of art that diverge substantially from the nature of the claimed subject 
matter. In this situation, the applicant is likely to be among the most 



knowledgeable in the art, as evidenced by the scarcity of art, and requiring the 
applicant's information of areas of search is justified by the need for the 
applicant's expertise. 

The second instance generally occurs where the application file, or other related 
applications or publications authored by the applicant, suggests the applicant 
likely has access to information necessary to a more complete understanding of 
the invention and itscontext. In this situation, the record suggests that the details 
of such information may berelevant to the issue of patentability, and thus shows 
the need for information in addition to that already submitted by the applicant. 

Here the application file suggets that the applicant has access to information 
necessary for an understanding of the invention (specification, page 2, line 3+) 

Here it is appropriate to make a requirement for information prior to the first 
action on the merits, such as with a restriction requirement, when the examiner's 
search and preliminary analysis demonstrates that the claimed subject matter 
cannot be adequately searched by class or keyword among patents or in areas 
of emerging technology where the Office has minimal prior art. 

Factors considered for the appropriateness of a separate requirement for 



information prior to the first action on the merits included; 

(A) the claimed subject matter is in a newly established art area without a well- 
developed prior art resource pool; 

(B) The related documents, written by an inventor or an employee of the 
assignee, which were not submitted, are found during the search or described in 
the application file (specification, page 3, line 5) 

(C) The non-patent literature is referred to in the disclosure, but a copy has 
not been supplied (specification, page 3, line 5) 

In response to this requirement, please state the specific improvements of 
the subject matter in claims 1-25 over the CD-ROM notification system, 
proprietary dial-in online access notification system, and the facsmile notification 
systems referenced to in the specification and indicate the specific elements in 
the claimed subject matter that provide those improvements. In addition, the 
applicant is requested to submit the assignee's protocol directed to its method for 
check exception item notification. 

In responding to those requirements that require copies of documents, 
where the document is a bound text or a single article over 50 pages, the 
requirement may be met by providing copies of those pages that provide the 
particular subject matter indicated in the requirement, or where such subject 
matter is not indicated, the subject matter found in applicant's disclosure. 



The fee and certification requirements of 37 CFR 1 .97 are waived for 
those documents submitted in reply to this requirement. This waiver extends 
only to those documents within the scope of this requirement under 37 CFR 
1.105 that are included in the applicant's first complete communication 
responding to this requirement. Any supplemental replies subsequent to the first 
communication responding to this requirement and any information disclosures 
beyond the scope of this requirement under 37 CFR 1 .105 are subject to the fee 
and certification requirements of 37 CFR 1 .97. 

The applicant is reminded that the reply to this requirement must be made 
with candor and good faith under 37 CFR 1 .56. Where the applicant does not 
have or cannot readily obtain an item of required information, a statement that 
the item is unknown or cannot be readily obtained will be accepted as a complete 
reply to the requirement for that item. 

Any inquiry concerning this communication or earlier communications from 
the examiner should be directed to Richard C Weisberger whose telephone 
number is 703 308 4408 and whose email is Richard.weisberger(5)uspto.gov . 




Richard C Weisberger 
Primary Examiner 
Art Unit 2164 
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